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European IP Helpdesk

Service initiative of the European Commission

Addressing current and potential beneficiaries of EU-

funded projects, researchers and EU SMEs
Free-of-charge first-line support on intellectual property
(IP)

Hands-on IP and innovation management support
International pool of IP experts from various thematic fields

Unique cooperation scheme with the Enterprise Europe

Network: 48 ambassadors from 28 EU countries
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Training
free online and on-site
sessions

©
Helpline

confidential treatment of
individual IP questions
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Ambassadors

local IP support throughout
Europe
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Website

frequent updates from the
world of IP and innovation

Publications

practical IP knowledge
through high-level
publications
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Events

info point at key
networking events and
conferences
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Ambassador Scheme

Cooperation scheme with the Enterprise
Europe Network (EEN): 48 ambassadors
— 28 countries

Building IP capacities among European
SMEs

Overcoming language barriers
Making the topic more accessible

Exchange and feedback from
ambassadors on needs of SMEs

Local awareness and training events

euronews.
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Risky business: how to keep your intellectual property

Tu Guia sobre la
Comercializacién de la Pl
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EU - Webinar: IP Assessment
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TRAINING AND WORKSHOPS

EU - Webinar: Consortium Agreements

S Live streaming available

TRAINING AND WORKS}#

EU - Webinar: Technology Transfer

] Live streaming available

TRAINING AND WORKSHOPS

EU - Webinar: Impact and Innovation in EU funded
projects - A guide for proposers

] Live streaming available
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EU - Webinar: Geographical Indications

SJ Live streaming available
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'ORKSHOPS
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EU - Webinar: Maximizing the Impact of Horizon project
(2020/HEU) results

§J Live streaming available
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EU - Webinar: The Importance of IP for SMEs

S Live streaming available

ec.europa.eu/ip-helpdesk




European

*
* *
*

*ax IP Helpdesk ec.europa.eu/ip-helpdesk

Further learning opportunities: @Lﬁ!&%ﬁ =

1. European IP Helpdesk Ambassadors and EEN i o

2. EUIPO learning portal wﬁ‘mc"‘ The WIPO
T Academy

3. EUIPO — Ideas Powered for business website

4.  WIPO Academy / Diagnostics S [2 EGUIPO

5. Theldeas Powered for business SME Fund '

6. IPAASME

7. Horizon IP Scan ' !lgggsersf,

8. (IP_Booster)

9. Horizon Results Booster

10. LeadershIP4SMEs

11. EPO Academy

12. 4lPcouncil @) 4SMEs



https://intellectual-property-helpdesk.ec.europa.eu/regional-helpdesks/european-ip-helpdesk/europe-ambassadors-team_en
https://euipo.europa.eu/knowledge/course/view.php?id=1507
https://business.ideaspowered.eu/
https://www.wipo.int/academy/en/
https://euipo.europa.eu/knowledge/course/view.php?id=4181
https://www.ipa4sme.eu/
https://intellectual-property-helpdesk.ec.europa.eu/horizon-ip-scan_en
https://ipbooster.meta-group.com/
https://ec.europa.eu/info/funding-tenders/opportunities/portal/screen/opportunities/d-e-booster
https://leadership4smes.eu/
https://www.epo.org/about-us/services-and-activities/academy.html
https://www.4ipcouncil.com/4smes#what-is-ip
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Thank youl!

* helpline@iprhelpd
esk.eu

 training@iprhelpde
sk.eu

o Twitter

 Linkedln


mailto:helpline@iprhelpdesk.eu
mailto:training@iprhelpdesk.eu
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Today’s speaker

Dr. Christian Hackl TI.ITI CC

= Managing Director of TUM-Tech GmbH (for more than 15 years)

» Assistant Professor at the Chair for Technology and Innovation
Management (Technical University of Munich: TUM)

» Regular lecturer for the European Patent Office (EPQO) /
European Patent Academy and the EU-IP Helpdesk

= Author of several publications, e.g. case studies on usage of IPR by
companies

» Co-Founder and Managing Director of a start-up (renewable energy)

2022 9
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ll. Stages of Technology

Transfer
l1l. Actors + Assistance
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l. What Is Technology Transfer?

“Technology transfer is the process of transferring (scientific) ideas / findings or
technologies from one organization to another for the purpose of further
development and commercialization.”

Based on definition of AUTM (Association of University Technology Managers)

2022 12
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Closed Innovation

Outside
company
prOJeCtS .
InS|de. . ‘ O D Market
B

New products / services

ldeas —>» Development —» Testing —>» Launch

2022 13
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Open Innovation

Outside
R&D RN - company Exploitation done
projects ® RS / by others
e _©® . - ____
inside @ @ O O O —— Exploitation (own)

company O O ——

e \ Exploitation done

O by others

Ideas =—> Development —» Testing =—>» Launch Commercialisation

2022 14
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Technology - Transfer

Technology Supply-oriented Technology
Provider « Recipient
Demand-oriented ,demand*

,Supply“

Types of Partnership:

University < > Company
Company < > Company
Company € > University
University D > University

2022 15



European

*
* *
*

*yx IP Helpdesk ec.europa.eu/ip-helpdesk

Examples for Technology Transfer

» Perceptual audio coding technology C )
- Fraunhofer Institute for Integrated Circuits </

« Formula of carbohydrates and electrolytes to stimulate ®
fluid absorption... =

- University of Florida

The ldea that Lounched an Indeviry

« Method for rating web pages objectively and
mechanically, effectively measuring the human interest Go gle
and attention devoted to them

- Stanford University

2022 16
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Advantages of Technology Transfer

Reasons for collaborating with a partner:

* Access a technology / know how
e Share risks / costs

* Speed up product development
e Reduce time-to-market

* Generate profits
e Access new markets

e  Commercialise ideas

2022 17
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Barriers to Technology Transfer

Potential problems for technology transfer:

2022

Missing information on available technologies / know-how
Missing information on available potential partners

Missing infrastructure / skills to adapt technology / know-how
Missing funds

Missing (common) interests

Missing communication / trust

ec.europa.eu/ip-helpdesk

18
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Why do universities engage In
Technology Transfer?

* Universities can only cover first part (research) but not later stages
(commercialization)

* Licensing revenue

* Regulations

* Reputation of university / researchers (attract talents and money)
 Economic development

2022 19
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Technology Push vs Market Pull (I/11)

Technology Push

Starting point

Research and Marketing/

Sales Market

Manufacturing

development

Market Pull

Starting point

Marketing/ Market
Sales need

Research and
development

Manufacturing

2022 20
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What is Technology
Transfer?

Stages of Technology
Transfer
Search for technology
Screening of technology
Contractualisation

Actors + Assistance

ec.europa.eu/ip-helpdesk
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Information as basis for Tech Transfer

e Challenge: lack of information:
Potentially relevant technology / know-how
Owner of potentially relevant technology / know-how

e Lack of information in 2 directions:
Supply-oriented: who is interested in a certain technology (recipient/demand)
Demand-oriented: who is offering a certain technology (offer/supplier)

e Support comes in 2 forms:
Tools
Actors

2022 22
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Information as basis for Tech Transfer

Finding relevant information is key
* Use specific tools to identify potential partners
e Use patent information

* Using these tools range from easy to complex (specialists available)

2022 23
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The Espacenet database (over 110 million docs)

https://worldwide.espacenet.com

Espacenet Enter your search terms
Patent search

Classification search Results . Advanced search

Espacenet: free access to over 110 million patent documents

1
Also for identifying / AP
potential partners g a7
>

2022 p


https://worldwide.espacenet.com/
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Europiisches
Patentamt

European
Patent Office

Office européen
des brevets

Espacenet

Patent search

Smart search

Advanced search

Classification search

Quick help

-+ How many search terms can |
enter per field?

-+ How do | enter words from the
title or abstract?

-+ How do | enter words from the
description or claims?

-+ Can | use truncation/wildcards?

- How do | enter publication
application, priority and NPL
reference numbers?

-+ How do | enter the names of
persons and organisations?

-+ What is the difference between
the IPC and the CPC?

- What formats can | use for the
publication date?

- How do | enter a date range for a
publication date search?

-+ Can | save my query?

Related links +

cenet Other EPO online services «

D e e I e U

Advanced search

Select the collection you want to searchin [i]

| Worldwide - collection of published applications from 90+ countries

Enter your search terms - CTRL-ENTER expands the field you are in

Enter keywords in English

Title: [i]

plastic and bicyde

Title or abstract: E]

hair
| |
Enter numbers with or without country code
Publication number. [i] WO2008014520
| |
Application number. [i] DE19971031696
| |
Priority number: [i] W01995U515925
| |
Enter one or more dates or date ranges
Publication date: [i] yyyymmdd

Enter name of one or more persons/organisations

Applicant(s): [i]

Institut Pasteur

Inventor(s): [i]

Smith

Change country «

Discussion forum

ec.europa.eu/ip-helpdesk

The Espacenet database (over 110 million docs)

Deutsch English Francais

Contact

Quick access

Classic Espacenet

25
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The Espacen PEA = =1 OCS)

@ Advanced search

Results

My Espacenet Help Classification search

Home > Results

Query language: en de fr

AND ~  + Field

AND ~ +Field X

Title ~ Al — Group

| — *
Title or abstract ~  All ~ — Group

— x

OR ~ +Field X

Publication number ~ Any — Group
— X
— Application number ~ Any — Group
— X
Priority number ~  Any — Group
2022 26
— X
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The Espacer B =52 ===on docs)

My Espacenet Help Classification searclt Results . Advanced

Home > Search

Query language: en de fr

OR ~ + Field

OR ~ +Field X

Title or abstract v~ Al — Group

- — x
Title or abstract ~ All ~ — Group

= >

AND ~ +Field X

Description ~  Proximity — Group

X

< W 3 ~  words away from

2022 Description ~ Any v — Group 27

| | |
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Information gathering

Example of tools: Forward and backward citations

Patent Number: US5835509A
Assignee: SONY CORP
DWPI Assignee Code: SONY CORP
Inventor: SAKO YOICHIRO
Application Date: 1995-10-20
Publication Date: 1998-11-10
IPC-R (Current Core): G11B002018
US Classification: 7141755
Country: us

DWPI Manual Code: T0O3-BO6

— DWPI Class: Wo4

2022 28
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Stages of Technology
Transfer
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Screening of technology
Contractualisation

Actors + Assistance
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Screening of technology

2 main criteria for evaluation (of potentially interesting technology for you):

1. Legal

2. Market

2022 30
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Screening of technology — 2 main perspectives

Technology
Provider

,supply*

Is it possible to go for patent

(IP) protection? Legal
(new, inventive, commercial

application)

Does it make sense to go for Market

patent (IP) protection?

Webinar on
IP-Assessment

2022

Technology
Recipient
,s,demand*

Is there valid IP-
protection?

Does the protected
technology/know-how meet
your business needs?

Is there “good” IP-protection
(“good”= fitting business
needs)?

31
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Screening of technology

What (other) topics would you evaluate (focus: demand-side)?

e Legal

*  Market Webinar on

* Technology IP-Assessment
* Finance

* Fit to business (strategy)

2022 32
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Screening of technology — IP Valuation

Once a potential partner (supply or demand) has been identified, one critical step is to
assess the value of a technology, through the value of intellectual assets.

Coming soon:
Webinar on IP Valuation

2022 33
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Contractualisation of a transaction

First Contact

Managing « Non-Disclosure
confidentiality Agreement

Agreement on e Memorandum of
general outlines Understanding

Starting a e Consortium
cooperation Agreement

e Licensing /
* possibly also Material Transfer A t (MTA) Transfering IPR* |Gy
POSSIDly also Viaterial Iranster Agreemen Agreement
2022

35
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Contractualisation of a transaction —
Non Disclosure Agreement (NDA)

Sometimes called a Confidential Disclosure Agreement (CDA)

* Legal document between two or more parties

 Agrees that information will be held confidential for a specific period of time

* Should describe how confidential information is identified, handled and stored

* Generally includes a clause about information becoming public knowledge

2022 36
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Contractualisation of a transaction —
Memorandum of Understanding (MoU)

* Also named “Letter of Intent” (Lol)

* Documents the intent of two or more parties

* (Mostly) legally non-binding

 Documents main terms (goals, roles, responsibilities, financial obligations) of

negotiations

e Often first step towards final contract

2022 37
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Contractualisation of a transaction —
Consortium Agreement

Agreement between two or more partners to collaborate collectively

* Defines roles and responsibilities among consortium partners

* Should explicitly describe how project results (IPR) will be shared and
commercialized (including responsibility)

e Should document background IP and ownership

2022 38
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Contractualisation of a transaction —
Material Transfer Agreement (MTA)

 Alegal agreement that governs the transfer of tangible materials between two

organizations

e Defines the rights of the originator of the materials and ownership of any

derivative works
e Usually used with biological samples (but also with material samples or chemicals)

* Can be used for transfer between universities, industrial partners or research

centers

2022 39
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Options for transfer of IPR

e Transfer of Ownership
Selling IPR to other entity
One-time transaction

* License
Allowing an other entity to use IPR
No transfer of ownership
Ongoing partnership

e Spin-off
Part of existing organization (e.g. student of faculty of university) form a new and
independent entity
IPR (held by existing organization) form important constituent of spin-off;
therefore, access rights for IPR have to be defined

2022 40
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Transfer options - an IP license

* Indirect exploitation of intellectual property

* Licensing agreement: the owner of IP (Licensor) grants the Licensee the right to
use the IP

* The Licensor maintains the ownership of the IP

2022 41
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Transfer options - an IP license

* Indirect exploitation of intellectual property

* Licensing agreement: the owner of IP (Licensor) grants the Licensee the right to
use the IP

* The Licensor maintains the ownership of the IP

Webinar on Commercialisation and Licensing

2022 42
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Splitting rights in a partnership

A key issue...

 Determines the subsequent options for Technology Transfer
 Determines the possible profitability of the project

...But the priorities diverge:

 Academic: desire to publish, often owner of the IPR
e Industry: secrecy and commercialization; desire to be unique user of the IPR

2022 43
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Splitting rights in a partnership —
joint ownership in IPR

No common European legal concept of joint ownership

Patents in Europe (in general)

* Right to exploit the IP for your own benefit without accounting to the others

* But cannot grant a licence or assign interest of the IP without the consent of the
other owners

- You can use the IP yourself but cannot authorize others to use it without the
consent by all co-owners

2022 44
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Splitting rights in a partnership —
manage ownership in IPR

Prior to the start of the project: Consortium Agreement

e Definition of the background and IPR of each partner

* Access to the background IPR during and after the project
* Protection and exploitation of the results:

Secrecy or patent application?
Who is in charge of the application, the extension and the renewal of the rights?

Which part of the revenues goes to which partner?

2022 45
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Managing ownership - conclusion

e Splitting the rights in a partnership is a crucial point
 The more you discuss and set-up the repartition of the rights in advance, the

better will go on the cooperation with your partners

- Don’t hesitate to dedicate time to discuss this issue -
it is not lost time, it ensures the future success of the cooperation

2022 46
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Professionals experienced in different
aspects of Technology Transfer

Technology Supply-oriented Technology
Provider < Recipient
11
»Supply* Demand-oriented »demand

Transfer Experts

* Technology Transfer Offices
* Regional actors
e Consulting companies

» Specific programes/service initiatives
2022 48
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Actors & Assistance - where can | go to
get information and help?

Professionals experienced in different aspects of technology transfer can be found
in ...

* Technology Transfer Offices (University or Public Research Organisations)

* Regional actors (e.g. innovation centers, chambers of commerce, incubators)
e Consulting companies specialized in technology transfer

» Specific programes/service initiatives like the EU IP Helpdesk

2022 49
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Technology Transfer Office

2022

Typically a (small) office set up by a university or research center to manage the
protection and commercialization of technologies developed by its staff (supply
oriented)

Will usually perform technology marketing and licensing activities

May also support start up efforts. Some TTOs may even manage seed capital funds

50
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Regional actors (Innovation Center,
Technology Park or Incubator)

» Typically established by a region / state to foster innovation and support public
/private research initiatives

* Principally concerned with connecting actors with resources and the
communication of new technology opportunities

 May have experts available to provide advice (development of business plans, start
up funding, etc.) but usually does not work with very early stage technologies

2022 51
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Consulting company

 May have been created by university or research organization (spin-out) or
established by former university TT managers

* Usually staffed with specialists who have different technical backgrounds (scientific
expertise, IP expertise, business development, etc.)

e Usually offer full range of services (IP protection, market assessment, marketing,
etc.), can work demand-oriented

* Will generally receive some type of compensation upon signing of successful
license agreement

2022 52
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Contact us!

« www.iprhelpdesk.eu

* service@iprhelpdesk.eu

o Twitter

 LinkedlIn

2022 53
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Thank You!

DISCLAIMER

The European IP Helpdesk provides free-of-charge first-line support on IP-related issues aiming to help
current and potential beneficiaries of EU-funded projects, as well as EU SMEs, manage their Intellectual
Property assets.

The European IP Helpdesk is managed by the European Commission’s European Innovation Council and
SMEs Executive Agency (EISMEA), with policy guidance provided by the European Commission’s
Directorate-General for Internal Market, Industry, Entrepreneurship and SMEs (DG Grow).

The information provided by the European IP Helpdesk is not of a legal or advisory nature and no
responsibility is accepted for the results of any actions made on its basis. Moreover, it cannot be
considered as the official position of EISMEA or the European Commission. Neither EISMEA nor the
European Commission nor any person acting on behalf of EISMEA or of the European Commission is
responsible for the use which might be made of this information.

© European Union (2022)
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